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burden is on the party challenging the validity of the claims to show
by clear and convincing evidence that the patent is invalid.97

Accordingly, the general rule is that a party cannot show that all
claims of a patent are invalid by presenting evidence directed at only
one claim.98 A party challenging the validity of a claim, absent a
pretrial agreement or stipulation, must submit evidence supporting a
conclusion of invalidity for each contested claim.99 However, where
the parties stipulate to representative claims, a validity resolution for
the representative claims will generally apply to other claims as
well.100

In Panduit Corp. v. Dennison Manufacturing Co., the Court
rejected the defendant's argument that a finding of validity of the
representative claims did not extend to the remaining claims. 10 1 The
court observed that the term "representative claims" was well
understood in patent litigation, and the procedure to be followed was
familiar to any experienced patent litigator. 102 At the time of trial, the

97. HERBERT F. SCHWARTZ, PATENT LAW AND PRACTICE § 3.IV, at 52 (4th ed. 2003)
(citing Oakley, Inc. v. Sunglass Hut Int'l, 316 F.3d 1331, 1339, 65 U.S.P.Q.2d 1321, 1325 (Fed.
Cir. 2003)).

98. Gardner v. TEC Sys., Inc., 725 F.2d 1338, 1339 n.1, 220 U.S.P.Q. 777, 778 n.1 (Fed.
Cir. 1984) (trial court erred in adjudging the patent in suit as invalid for obviousness under §
103 where only claims 1, 3, 4 and 8 were tried by the parties and considered by the court; the
trial court's decision must be limited to the claims in suit). See also ROBERT L. HARMON,
PATENTS AND THE FEDERAL CIRCUIT § 19.3(g), at 1096 (6th ed. 2003) ("Each claim of a patent
is presumed valid independently of the validity of any other claim. For this reason, where a
defendant does not counterclaim for invalidity of all claims, a judgment of invalidity
encompassing all claims must be reversed where it appears that the validity of certain claims
was not actually litigated at trial.").

99. Ortho Pharm. Corp. v. Smith, 959 F.2d 936, 942, 22 U.S.P.Q.2d 1119, 1124 (Fed.
Cir. 1992) (quoting Shelcore, 745 F.2d at 625, 223 U.S.P.Q. at 586-87).

100. Miles Labs., Inc. v. Shandon, Inc., 997 F.2d 870, 879, 27 U.S.P.Q.2d 1123, 1129
(Fed. Cir. 1993) (district court did not err in holding that the claims dependent upon a claim
found to be invalid for obviousness were likewise invalid). In Miles, the parties entered into a
stipulation which provided, "The '460 patent contains seven claims. Claim 1 is the only
independent claim. Claims 2 through 7 depend directly or indirectly from claim 1.
Consequently, claim 1 is the broadest claim and can be considered to be representative of the
claims in this patent." Id. at 879, 27 U.S.P.Q.2d at 1129. See also Baxter Int'l, Inc. v. COBE
Labs., Inc., 88 F.3d 1054, 1057, 39 U.S.P.Q.2d 1437, 1439 (Fed. Cir. 1996) ("Where the parties
stipulate to representative claims,... a validity resolution for the representative claims applies
to the other claims as well." (quoting Miles, 997 F.2d at 879, 27 U.S.P.Q.2d at 1129)); N.V.
Akzo v. E.I. Dupont de Nemours, 810 F.2d 1148, 1152, 1 U.S.P.Q.2d 1704, 1708 (Fed Cir.
1987) (a finding of invalidity of a broad representative claim applied to all the other claims of
the patent in suit); IRWIN M. AISENBERG, MODERN PATENT LAW PRECEDENT, Representative
Claim, at 1044 (5th ed. 2003).

101. See Panduit Corp. v. Dennison Mfg. Co., 836 F.2d 1329, 5 U.S.P.Q.2d 1266 (Fed.
Cir. 1987).

102. Indeed, the court commented that, "[flor Dennison to suggest at this point that the
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stipulation was understood by the parties, their counsel and the court
to mean that four claims selected by plaintiff would represent all of
the claims in the case, and whatever result the court reached as to
those four claims would be the result for all claims. 10 3 The
defendant's appeal was therefore dismissed as "an unquestionably
frivolous and flagrant abuse of the judicial process. ' 1°4

More recently, however, the Federal Circuit affirmed a district
court's ruling denying defendants' motion to extend a judgment of
invalidity of three asserted claims to all the remaining claims of the
patents in suit.105 The court observed that in a pretrial stipulation,
plaintiffs asserted infringement only as to three claims, and the
defendants asserted invalidity only as to those three claims.10 6 At trial,
the defendants did not offer evidence as to the invalidity of any other
claims in the patents in suit.'0 7 Although plaintiffs' attorney stated at
trial that the representative claims would dictate the outcome, the
court understood his comments to be directed to infringement only,
and he did not address the issue of validity.'0 8 As a result, the district
court's judgment of invalidity was properly limited to the claims
asserted at trial.' 09

Conversely, another court refused to preclude evidence relating
only to non-representative claims, even though the parties had
stipulated to a representative claims process. In W.R. Grace & Co. v.
Viskase Corp., the parties agreed that claims 1, 2 and 7 of the patent

court and the parties intentionally tried this case in a way that left unresolved the question of the
validity of 24 of the 28 claims plaintiff was asserting is outside the bounds of legitimate
advocacy," and it characterized the assertions of defendant's counsel before the district court as
"absurd" and "disappointing." Id. at 1331, 5 U.S.P.Q.2d at 1268.

103. Id. at 1330, 5 U.S.P.Q.2d at 1267 (quoting Judge Grady's memorandum opinion
dated September 11, 1987).

104. Id. at 1331, 5 U.S.P.Q.2d at 1268. But see Datascope Corp. v. SMEC, Inc., 776 F.2d
320, 327, 227 U.S.P.Q. 838, 844 (Fed. Cir. 1985) (patent claims not at issue were improperly
held invalid, where SMEC did not counterclaim for a declaratory judgment of invalidity of all
claims).

105. Northpoint Tech., Ltd. v. MDS Am., Inc., 413 F.3d 1301, 1313, 75 U.S.P.Q.2d 1244,
1253 (Fed. Cir. 2005).

106. Id. at 1313, 75 U.S.P.Q.2d at 1253.
107. Id. at 1313, 75 U.S.P.Q.2d at 1253.
108. Id. at 1313, 75 U.S.P.Q.2d at 1253.
109. Id. at 1313, 75 U.S.P.Q.2d at 1253; see also Verizon Cal. Inc. v. Ronald A. Katz

Tech. Licensing, L.P., No. CV 01-9871-RGK (RCx) (C.D. Calif. Mar. 3, 2004) (order re
representative claims) (lack of specificity in the scheduling order creating the representative
claims process supported a conclusion that the representative claims were only a "test case"
designed to advance settlement of the entire dispute; there must be an agreement and
understanding between the parties about the significance of the representative claims if they are
to dispose of all causes of action).

2006]
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were representative of the claims at issue.'' 0 The defendant then
moved to exclude any evidence of validity or infringement regarding
any patent claim other than the three representative claims."' The
district court denied defendant's motion, stating that merely because
Grace agreed that three claims were "representative" did not mean
that Grace agreed that these three claims were "exclusive."' 12 The
court held that the stipulation between the parties was not preclusive
in nature, and the defendant could not be permitted to bar evidence
relating to most of Grace's claims through a "strained reading" of the
pretrial stipulation and order."13

B. A Determination That One Representative Claim Is
Infringed Will Generally Apply To All Asserted Claims

Just as the validity of claims must be determined on a claim-by-
claim basis, infringement must likewise be adjudged with respect to
each individual claim.' 14 "Infringement generally exists if any one of
a patent's claims covers the alleged infringer's product or process."' 1 5

Nevertheless, as with determinations of validity, a finding that the
representative claims are infringed will likely apply to the remaining
asserted claims as well.

For example, in McDonnell Douglas Corp. v. United States, the
Court of Claims observed that the parties "have treated [claims 1 and
6] as representative of the claims allegedly infringed, and so shall
we. ' ,116 As a result, the court limited its analysis to those
representative claims and concluded that the plaintiff had no valid

110. W.R. Grace & Co. v. Viskase Corp., No. 90 C 5383, 1991 U.S. Dist. LEXIS 14651, at

*7 (N.D. Ill. October 15, 1991).

111. Id.

112. Id.

113. Id. at *7-*8.

114. CHISUM ON PATENTS, supra note 8, § 18.03, at 18-71 ("Determination of
infringement requires a construction of the meaning of the claim language and then application
of the claims as construed to the accused product or process."); Phillips v. AWH Corp., 415 F.3d
1303, 1312 (Fed. Cir. 2005) (en banc) ("It is a 'bedrock principle' of patent law 'that the claims
of a patent define the invention to which the patentee is entitled the right to exclude."');
Autogiro Co. of Am. v. U.S., 384 F.2d 391, 395-96, 155 U.S.P.Q. 697, 701 (Ct. Cl. 1967) ("The
claims of the patent provide the concise formal definition of the invention.... It is to these
wordings that we must look to determine whether there has been infringement.").

115. HERBERT F. SCHWARTZ, PATENT LAW AND PRACTICE § 6.I.C., at 158 (4th ed. 2003)

(citing Markman v. Westview Instruments, Inc., 517 U.S. 370, 374 (1996)). See also 35 U.S.C.
§ 288 (2000) ("Whenever, without deceptive intention, a claim of a patent is invalid, an action

may be maintained for the infringement of a claim of the patent which may be valid.").

116. McDonnell Douglas Corp. v. U.S., 670 F.2d 156, 161, 214 U.S.P.Q. 857, 861 (Ct. Cl.

1982).
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claim against defendant for patent infringement because the invention
had not yet been reduced to practice when McDonnell Douglas first
disclosed it to the government. 117

Nevertheless, a finding of infringement may not extend to claims
that were not actually asserted in the action. In Tol-O-Matic, Inc. v.
Proma Produkt-Und Marketing Gesellschaft m.b.H., the parties
stipulated that claim 25 was representative of claims 25-31, the only
claims that were litigated.1 18 Tol-O-Matic, the alleged infringer, only
requested jury findings on claim 25.119 After claims 25-31 were found
not infringed, Tol-O-Matic asserted that claims 1-24 and 32 had also
been placed in issue by the pleadings and that the judgment of
noninfringement should have included these claims.120 The court
disagreed and stated that pleadings do not suffice to support a
judgment when the subject matter was not litigated, or fairly placed in
issue, during the trial. There must be sufficient and explicit notice of
the claims at risk. 121

C. It Is Unclear How Courts Will Treat Cases With Mixed
Findings Of Validity And/Or Infringement

It is relatively clear that a finding of validity or infringement
relating to the representative claims will apply to the remaining
asserted claims.' 22 However, the outcome seems less than certain
where a trial court finds either that only some of the representative
claims are valid and that others are invalid, or that only some of the
representative claims are infringed and others are not. 123 It is unclear
precisely how courts will apply a split outcome to the other asserted
claims. 124

In Paper Converting Machine Co. v. Magna-Graphics Corp., the
parties addressed the possibility of a split outcome in their stipulation

117. See id. at 163, 214 U.S.P.Q. at 862.

118. Tol-O-Matic, Inc. v. Proma Produkt-Und Marketing Gesellschaft m.b.H., 945 F.2d

1546, 20 U.S.P.Q.2d 1332 (Fed. Cir. 1991), abrogated by Markman v. Westview Instruments,

Inc., 52 F.3d 967 (Fed. Cir. 1995) (abrogating on other grounds).

119. Tol-O-Matic, 945 F.2d at 1554, 20 U.S.P.Q.2d at 1339.

120. Id. at 1554, 20 U.S.P.Q.2d at 1339.

121. Id. at 1554-55, 20 U.S.P.Q.2d at 1339-40.

122. See supra Section 11-A and II-B.

123. See supra Section II-A and II-B.

124. Statistical data indicates that a split decision of this sort may be an unlikely result in

any event. See John R. Allison and Mark A. Lemley, Empirical Evidence on the Validity of

Litigated Patents, 26 AIPLA Q. J. 185, 245 (1998). In 86.7 percent of cases reviewed involving

multiple patents in suit, the patents in the case were either all held valid together or all held

invalid together. Id. Courts produced "mixed" results in only 13.3 percent of cases. Id.
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providing for the use of representative claims. 25 There, the parties
agreed that:

Representative claims in suit are nos. 1, 4, 5 and 13. If any of said
claims is held to be valid and infringed by the accused machine,
plaintiff shall be entitled to an injunction restraining defendant
from infringement of such claim all other claims of the patent in
suit that are generally similar to it; whereas if none of claims 1, 4,
5 and 13 is held valid and infringed, then plaintiff will not assert
that any other claim of the patent in suit is infringed. 126

Notably, although the court found that claims 1, 4, 5 and 13 were
valid and infringed, and it awarded injunctive relief and treble
damages, the court did not consider which other claims of the patent
were "generally similar" to the representative claims.127

Even in the relatively unlikely event of a mixed decision,
collateral estoppel may apply to nonlitigated claims of a patent where
the issue of invalidity common to each action is substantially
identical. 28 "It is the issues litigated, not the specific claims around
which the issues were framed, that is determinative." 129 As a result,
where only some of the representative claims are found to be invalid,
the patent owner may nevertheless find that it is collaterally estopped
from litigating the validity of other, non-representative claims in the
future.

D. A Finding Of Invalidity Of Representative Claims May
Extend To Claims Not Asserted In The Action

In Blonder Tongue Laboratories, Inc. v. University of Illinois
Foundation, the Supreme Court held that a judgment of invalidity in a
suit against one infringer accrues to the benefit of any other accused
infringer unless the patent owner shows that it did not have a fair
opportunity procedurally, substantively and evidentially to pursue its
claim the first time. 130 Moreover, Blonder-Tongue has been extended
to claims not actually adjudicated as invalid, to the extent those

125. Paper Converting Mach. Co. v. Magna-Graphics Corp., 680 F.2d 483 (7th Cir. 1982).

126. Id. at 485 (emphasis added).
127. See id. at 485-86.
128. Westwood Chem., Inc. v. U.S., 525 F.2d 1367, 1372 (Ct. C1. 1975).

129. Id.

130. Blonder-Tongue Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313, 333 (1971);
CHISUM ON PATENTS, supra note 8, § 19.02[2][a], at 19-52.

[Vol. 23
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claims present issues that are common to claims previously found to
be invalid.

131

In Bourns, Inc. v. United States, the Court of Claims explained

that it made sense to extend the Blonder-Tongue ruling to claims that
have not been litigated, because the nature of patentees is to seek
multiple duplicative claims. 3 2 "Courts have long recognized that the
claims of a patent may be repeated and duplicated, varying one from
the other only in certain minor details.' 33 Claims may be multiplied
because there are several facets to an invention or because the
applicant hopes to define the scope of the invention in different
ways. 134 However, the court observed:

The realities of patent practice suggest that, merely because the
invention, the patentee's contribution to the art, is presented in
varying language or varying combinations of elements does not
necessarily mean that the issues bearing on the nonobviousness of
that concept or contribution vary from one claim to the next. ...
That each of several differently worded claims may present
identical issues is apparent from the rather common practice of
selecting representative claims and stipulating that the validity of a
group of claims mayv be determined on the basis of the
representative claims.

The court then held that a finding of validity is applicable to
unadjudicated claims where it is shown that the adjudicated and
unadjudicated claims presented identical issues. 136

As a result, a finding of invalidity of the representative claims
will likely extend not only to other claims that were asserted by the
patentee in the litigation, but also to unasserted claims to the extent
that identical issues are involved. 137 Further, it is unlikely that a

131. See Boums, Inc. v. United States, 537 F.2d 486, 187 U.S.P.Q. 174 (Ct. Cl. 1976); see

also CHISUM ON PATENTS, supra note 8, §§ 19.02[2], at 19-51, 19.02[2][c], at 19-63.
132. See Bourns, 537 F.2d at 491-92, 187 U.S.P.Q. 178-79.

133. Id. at 491, 187 U.S.P.Q. at 178.
134. Id. at 492, 187 U.S.P.Q. at 178.
135. Id., 187 U.S.P.Q. at 178-79 (emphasis added).
136. Id., 187 U.S.P.Q. at 179.

137. See Symbol Techs., Inc. v. Lemelson Med., Educ. & Research Found., L.P., No. CV-
S-01-701-PMP (RJJ) (D. Nev. May 27, 2004) (order denying motion to alter or amend
judgment). The district court's findings and conclusions regarding lack of enablement applied to
all of Lemelson's patent claims. Id. at 3-4. The evidence supporting a finding of lack of
enablement applied to Lemelson's "invention" and not merely to any representative claim or
asserted claim at issue. Id. at 4. Collateral estoppel therefore precluded Lemelson from
relitigating this issue. Id.
Similarly, the court's finding of infringement was not limited to the 76 representative claims:
"Under the claim interpretation made by the Court, none of the remaining patent claims could be

20061
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patent owner could successfully argue that such collateral estoppel
effect should not apply to unasserted claims because the
determination of invalidity was reached in a case tried on the basis of
representative claims. Although Blonder-Tongue lists a number of
factors that are relevant to a determination of whether a patentee had a
"fair opportunity procedurally, substantively, and evidentially to
pursue his claim," 138 the courts have been extremely reluctant to find
that a patent owner did not enjoy a full and fair opportunity to litigate
its claims.

139

E. Courts Are Skeptical OfArguments Contending That A
Court-Imposed Representative Claims Process Violates The
Patent Holder's Constitutional Rights

In many cases, the parties will agree to try their entire case on
the basis of a few representative claims. 140 Although it has not
addressed the question directly, the Federal Circuit apparently
believes that district courts also have the authority to order a patent
owner to designate representative claims that will determine the
outcome of all claims asserted. 14 1 For instance, in ReRoof America,
Inc. v. United Structures of America, Inc., plaintiff ReRoof argued
that the trial court abused its discretion by forcing it to select five
representative claims (i.e., a single claim from each of the five
patents-in-suit) out of the 18 "illustrative" claims that ReRoof was
previously ordered to designate. 42 ReRoof claimed that limiting it to

infringed because all of the remaining claims contain one or more limitations construed by the
Court to lead to a finding of noninfringement." Id. Collateral estoppel therefore precluded
relitigation of those issues as well. Id.

138. Some of the factors relevant to this determination include: (1) whether the patentee
was the party instituting the prior suit and chose the forum; (2) whether the patentee had an
incentive to conclude the litigation against the defendant in the prior case; (3) whether the first
validity determination was based on the standards announced in Graham v. John Deere Co., 383
U.S. 1 (1966); (4) whether the decisions of the district court and appellate court indicate that
those courts "wholly fail to grasp" the technical subject matter of the patents and the issues in
the suit; and (5) "whether without fault of his own the patentee was deprived of crucial evidence
or witnesses in the first litigation." See CHISUM ON PATENTS, supra note 8, § 19.02[2][b], at 19-
54.

139. Id.
140. See, e.g., Technitrol, Inc. v. U.S., 440 F.2d 1362, 169 U.S.P.Q. 732 (Ct. Cl. 1971);

Renishaw PLC v. Marposs Societa' Per Azioni, 974 F. Supp. 1056 (E.D. Mich. 1997);
Thomson, S.A. v. Quixote Corp., 166 F.3d 1172, 49 U.S.P.Q.2d 1530 (Fed. Cir. 1999).

141. See Reroof Am., Inc., v. United Structures of Am., Inc., Nos. 98-1378, 98-1430, 1999
WL 674517 (Fed. Cir. Aug. 30, 1999).

142. Id. at *4.
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only five claims disabled it from proving the full range of the
defendant's infringing activities. 143

The Federal Circuit held that ReRoof failed to show that it was
prejudiced by the court-ordered reduction in the number of claims it
was allowed to present to the jury. 144 In the first place, ReRoof
acknowledged that the court did not err by initially requiring it to
reduce its claims for trial to the 18 illustrative claims. 145 Further, the
various claims of the five patents-in-suit overlapped "very
substantially," and the court observed that in light of the way the jury
disposed of the five tried claims, it was convinced there was no
reasonable likelihood that a trial including the 13 untried claims
would have resulted in a verdict affording ReRoof any relief.146

Likewise, in Kearns v. General Motors Corp., the Federal
Circuit held that the trial court did not abuse its discretion by
dismissing Kearns' case against General Motors (GM) with prejudice,
where Kearns ignored multiple district court orders requiring him to
identify which claims he was asserting and then to limit the asserted
claims to no more than one representative claim per patent-in-suit. 147

Instead of doing as the court required, Kearns indicated that he was
asserting every claim of every patent he owned, not just the five
patents-in-suit. 148 The district court considered other options before
dismissing the case, including allowing the special master to
designate a limited number of claims or having the trial court
designate the claims on its own, but it decided that dismissal was
more appropriate in light of Kearns' repeated refusal to obey pretrial
orders. 149 The Federal Circuit found that Kearns' refusal to prosecute
prejudiced GM, and therefore the decision of the district court
dismissing the case was affirmed. 150

143. Id.

144. Id.

145. An order from the district court indicates that Reroof selected the 18 illustrative

claims of its own volition, for purposes of its proposed claim construction. ReRoof Am., Inc. v.

United Structures of Am., Inc., No. 96-C-388-K, at 2 (N.D. Okla. Oct. 15, 1997) (order denying

motion to strike Reroof's Markman brief). Reroof originally asserted 63 claims from five

patents, and the district court directed it to limit the asserted claims. Id. at 2. Reroof responded

by identifying the 18 illustrative claims contained in its Markman brief. Id. It is therefore

unclear that ReRoof actually acquiesced in making the first cut, as the Court suggested.
146. ReRoof 1999 WL 674517, at *4.

147. Keams v. Gen. Motors Corp., No. 93-1535, 1994 WL 386857 (Fed. Cir. July 26,

1994).
148. Id. at*l.

149. Id. at *3. See also Keams v. Gen. Motors Corp., Civ. No. 85-70461 (E.D. Mich. July

27, 1993) (memorandum order explaining reasons for dismissal of case).

150. Kearns, 1994 WL 386857, at *4.
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While many patent owners will agree to try their cases on the
basis of representative claims, others may attempt to challenge the
trial court's right to require them to designate a few claims that will
be determinative of the outcome of the entire case. For instance, a
patent owner may view this requirement as a violation of its
Constitutional or other rights, or it could argue that it is entitled to a
full and fair hearing on each claim that it alleges to be infringed.
Serious questions may be raised concerning the trial court's ability to
impose a representative claims procedure on an unwilling patent
holder.

1. Courts Are Unlikely To Find That A Judicially-
Imposed Representative Claims Process Violates The
Patent Owner's Due Process Rights

A patent owner who has been ordered by the trial court to
designate representative claims that will be determinative of its entire
action, and that may also have collateral estoppel effect on other
unasserted claims, may be tempted to argue that it has been deprived
of due process of law. Generally, due process requires that all litigants
be given notice and an opportunity to be heard. 151 In United States v.
St. Paul Fire & Marine Insurance Co., the court observed, "Due
process requires that all conflicts over legal rights and obligations be
adjudicated in a court of law. ... No right is more basic than the right
to have a court of law adjudicate one's disputes.' 52

Depriving a patentee of the opportunity to present each of its
claims at trial could be viewed as the equivalent of depriving the
patent owner of its property rights in the independent inventions
embodied in each separate claim. The courts have traditionally
characterized patent as property rights. 153 Many years ago, the
Supreme Court stated, "A patent for an invention is as much property
as a patent for land. The right rests on the same foundation, and is
surrounded and protected by the same sanctions."' 154 The Patent Act
provides that a patent grants to the patentee "the right to exclude
others from making, using, offering for sale, or selling the invention

151. Mullane v. Central Hanover Bank & Trust Co., 339 U.S. 306, 313-14 (1950).

152. U.S. v. St. Paul Fire & Marine Ins. Co., 705 F. Supp. 306, 314 (W.D. La. 1989)
(noting that arbitration is an exception to this rule, where the parties have consented to an
arbitration proceeding to determine their dispute).

153. Consol. Fruit-Jar Co. v. Wright, 94 U.S. 92, 96 (1876).

154. Id.; Patlex Corp. v. Mossinghoff, 758 F.2d 594, 599, 225 U.S.P.Q. 243, 246 (Fed. Cir.
1985) (patent property rights "fall squarely within both classical and judicial definitions of

protectible property").

[Vol. 23
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throughout the United States."' 55 The right to exclude recognized by a
patent is the essence of the concept of property rights generally. 156

The right to exclude others from using one's patent claims is,
therefore, a fundamental right of the inventor. "It is a property
right.., of which the patentee cannot be deprived without due
process of law."' 57 Further, each patent claim is a separate and
independent invention.' 58 For that reason, infringement and validity
analyses must be performed on a claim-by-claim basis. 59

Consequently, a patent owner who is forced to proceed on the basis of
representative claims may assert that he has been denied due process
of law.' 60 However, such an argument may not be compelling to the
courts.

In Bourns, the Court of Claims determined that collateral
estoppel applied to unadjudicated claims where it was shown that
adjudicated and unadjudicated claims presented identical issues. 161

The court observed:

In reaching that conclusion, recognition is given to plaintiffs
arguments regarding due process and the further argument that

155. 35 U.S.C. § 154(a)(1) (2000).
156. Connell v. Sears, Roebuck & Co., 722 F.2d 1542, 1548, 220 U.S.P.Q. 193, 198 (Fed.

Cir. 1983); see also Patlex, 758 F.2d at 599-600, 225 U.S.P.Q. at 247:
The encouragement of investment-based risk is the fundamental purpose of the
patent grant, and is based directly on the right to exclude. As the Supreme Court
observed in Kaiser Aetna v. United States, 444 U.S. 164, 176, 100 S.Ct. 383,
391, 62 L.Ed.2d 332 (1979), the "right to exclude others" is "one of the most
essential sticks in the bundle of rights that are commonly characterized as
property."

157. Johnson & Johnson, Inc. v. Wallace A. Erickson & Co., 627 F.2d 57, 59, 206
U.S.P.Q. 873, 876 (7th Cir. 1980). See also Polymer Techs., Inc. v. Bridwell, 103 F.3d 970, 976,
41 U.S.P.Q.2d 1185, 1190 (Fed. Cir. 1996) (the principal value of a patent is its statutory right
to exclude; the right to exclude others from a specific market, no matter how large or how small,
is an essential element of the patent right).

158. See Jones v. Hardy, 727 F.2d 1524, 1528, 220 U.S.P.Q. 1021, 1024 (Fed. Cir. 1984).
159. Bio-Tech. Gen. Corp. v. Genentech, Inc., 80 F.3d 1553, 1562, 38 U.S.P.Q.2d 1321,

1327 (Fed. Cir. 1996) ("Infringement of one valid and enforceable patent claim is all that is
required for liability to arise."); 35 U.S.C. § 282 (2000) ("Each claim of a patent (whether in
independent, dependent, or multiple dependent form) shall be presumed valid independently of
the validity of the other claims; dependent or multiple dependent claims shall be presumed valid
even though dependent upon an invalid claim.").

160. Compare the situation where a plaintiff sues defendant for two separate breaches of
contract and five unrelated tort claims, and the trial court insists that the outcome of the entire
case will be determined by a limited trial on only one contract breach and one tort. There is little
chance that the appellate courts would tolerate such a result. The difference, of course, is that in
a typical patent infringement case, the claims-in-suit are often closely related and overlap
considerably.

161. Bourns, Inc. v. U.S., 537 F.2d 486, 492, 187 U.S.P.Q. 174,179 (Ct. Cl. 1976).
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each claim is to be presumed valid and treated as a complete and
independent invention. However, by focusing on the issues of fact
and law necessary to a resolution of the obviousness issue, ... a
determination can be made whether the unadjudicated claims
present any new issues which, to afford due process, would require
a trial on the merits, or whether litigation on those claims would
simply be a 'repetitious lawsuit over matters which have once
already been decided.' ... Stated otherwise, if a patentee has once
been heard on all the factual issues necessary to an obviousness
determination, and that determination already has been made
adversely to one claim, neither due process nor any provision of
the patent statute would appear to require that the patentee be
heard once again on those same issues and on the same
obviousness determination simply because a different claim is
involved. It is believed that a proper application of Blonder-
Tongue should preclude just such relitigation of the issues. 162

As a result, a court would be unlikely to find that a judicially-
imposed representative claims process resulted in the denial of a
patentee's due process rights, when all issues relating to infringement
and validity were encompassed within the trial of the representative
claims. This holds true even where the representative claims were
determinative of all asserted claims and had collateral estoppel effect
over other unasserted claims.

2. When The Trial Court Orders A Patent Owner To
Designate Representative Claims, Seventh Amendment
Arguments May Apply

A patentee who has been ordered by the trial court to limit its
case to a few representative claims may also potentially argue that it
has been deprived of its right to a jury trial under the Seventh
Amendment to the United States Constitution.' 63 The Seventh
Amendment declares that in suits at common law, "the right of trial
by jury shall be preserved."'164 In Markman v. Westview Instruments,
Inc., the Supreme Court observed, "There is no dispute that
infringement cases today must be tried to a jury, as their predecessors

162. Id.
163. See Brian D. Coggio and Timothy E. DeMasi, The Right to a Jury Trial in Actions for

Patent Infringement and Suits for Declaratory Judgment, 13 FORDHAM INTELL. PROP. MEDIA &
ENT. L.J. 205 (Autumn 2002). See also 35 U.S.C. § 281 (2000) ("A patentee shall have remedy
by civil action for infringement of his patent."); 35 U.S.C. § 284 (2000) ("When damages are
not found by a jury, the court shall assess them.").

164. U.S. CONST. amend. VII.
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were more than two centuries ago. 165 Nevertheless, the Supreme
Court then held that the interpretation of the words of a patent claim
is a matter for the court, not the jury, thus severely circumscribing the
role of the jury in patent litigation.'1 66

In In re Lockwood, an important but non-precedential decision,
the Federal Circuit made clear that a patentee has a right to trial by
jury when legal, as opposed to equitable, rights are at issue. 167 The
Court explained that, in order to determine whether a particular action
involves legal or equitable rights, "we examine both the nature of the
issues involved and the nature of the remedy sought."' 68 The test for
statutory actions such as patent suits involves two steps: "First, we
compare the statutory action to 18th century actions brought in the
courts of England prior to the merger of the courts of law and equity.
Second, we examine the remedy sought and determine whether it is
legal or equitable in nature."' 69 Thus, if a particular action involves
either the adjudication of legal rights or the implementation of legal
remedies, the district court must honor a request for a jury trial to the
extent such a request has been made and disputed issues of fact exist.
The Court concluded that the patentee was entitled to a jury trial as a
matter of right on the defendant airline's counterclaim for a
declaration that the patents-in-suit were invalid, because the
patentee's complaint for patent infringement sought both money
damages and injunctive relief.170

It is therefore clear that, in those cases where the patentee is
seeking an award of money damages, it has a right to try its case to a
jury. The Supreme Court has stated that "[m]aintenance of the jury as

165. Markman v. Westview Instruments, Inc., 517 U.S. 370, 377 (1996). Note that in
Markman, the plaintiff was seeking an award of money damages. Id. at 376.

166. Id. at 391.

167. In re Lockwood, 50 F.3d 966, 972 (Fed. Cir.), vacated, 515 U.S. 1182 (1995). Note
that in Tegal Corp. v. Tokyo Electron Am., Inc., 257 F.3d 1331, 1340, 59 U.S.P.Q.2d 1385,
1391-92 (Fed. Cir. 2001), the Federal Circuit observed that it provided a relevant and detailed
analysis of the right to trial by jury in a patent infringement action in the Lockwood opinion.
The Supreme Court vacated Lockwood without explanation. "Thus our analysis has been neither
supplanted nor questioned. Although no longer binding, we find it's reasoning pertinent." Id. at
1340, 59 U.S.P.Q.2d at 1391-92.

168. Lockwood, 50 F.3d at 972.
169. Id. (quoting Chauffeurs Local No. 391 v. Terry, 494 U.S. 558, 565 (1990)). See also

Markman, 517 U.S. at 377.
170. Subsequently, in Tegal, 257 F.3d at 1341, 59 U.S.P.Q.2d at 1392, the Federal Circuit

held that a defendant, asserting only affirmative defenses and no counterclaims, does not have a
right to a jury trial in a patent infringement suit if the only remedy sought by the plaintiff-
patentee is an injunction. Because the action was equitable in nature and the only remedy sought
(an injunction) was equitable, there was no right to a jury trial.
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a fact-finding body is of such importance and occupies so firm a place
in our history and jurisprudence that any seeming curtailment of the
right to a jury trial should be scrutinized with the utmost care.' 71 The
patent owner who has been forced by the court to try its case on the
basis of a few representative claims may therefore be able to
successfully argue that it has been deprived of its rights under the
Seventh Amendment because the court has not permitted it to present
its claims to the jury. 172 However, it may also run squarely into the
same types of arguments that would defeat a claim for denial of due
process - if all relevant issues relating to validity and infringement
are heard by the jury, it may be determined that the patentee has had
his day in court.

17 3

3. Courts Should Limit The Use Of Representative Claims
To Those Cases Where The Parties Agree To Be Bound
By That Procedure

Given the serious nature of the questions that exist concerning
the propriety of the representative claims process, courts would be
well advised to limit the representative claims process to those

171. Lockwood, 50 F.3d at 970 (quoting Dimick v. Schiedt, 293 U.S. 474, 486 (1935)).
172. The plaintiff in ReRoof Am., Inc. v. United Structures ofAm., Inc., Nos. 98-1378, 98-

1430, 1999 WL 674517 (Fed. Cir. Aug. 30, 1999), made a similar argument. ReRoof contended
that it was "prejudiced" by the trial court's order requiring it to present five representative
claims to the jury; it argued on appeal that the trial might have resulted in a different verdict if it
had been permitted to present all, or at least some, of the other claims contained in the five
patents-in-suit. Id. at *4. The court declined to address this question, however, and found that
ReRoof had already acknowledged that the trial court was within its rights when it initially
instructed ReRoof to select 18 illustrative claims on which to proceed. Id. ReRoof could not
later complain that it was prejudiced by the order requiring it to designate five representative
claims from the group of 18 illustrative claims previously selected. Id.

173. Professor Adelman casts serious doubt on the wisdom of trying any patent case to a
jury:

Juries are not helpful in patent cases. Federal district court judges are much better
equipped to make accurate fact findings in complicated patent cases than lay
juries. The notable advantages such judges have include greater intelligence and
training, coupled with the ability to control the pace of the trial and to study
transcripts and documents outside the courtroom both during and after trial,
giving them a far greater ability to absorb the needed facts. Moreoever, the side
with the weak case has every incentive to use its preemptory challenges to rid the
jury of any potential juror likely to understand the issues while it is more difficult
to rid yourself of the burden of an able judge if you have a weak case.

MARTIN J. ADELMAN, PATENT LAW PERSPECTIVES § 7.6[2.-1] at 7-188 (2d ed. 2003). He
further states that "juries in patent cases greatly complicate the functioning of the patent system
and present the greatest single obstacle to its just administration." Id. at 7-195. Query then
whether the patent owner really wants to exercise his right to trial by jury in a complicated
infringement action involving multiple claims.
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instances where the parties express a willingness to try their case on
the basis of representative claims. Courts should exercise caution in
compelling parties to engage in a representative claims procedure
where the parties express reluctance to do so. In cases involving
reluctant parties, courts should attempt to have the parties consent to
be bound by the process.

Trial judges should have the parties reach agreement on a limited
number of representative claims 174 "Although both sides will resist for
fear of possibly giving up something, the narrowing process can and
does work effectively."' 75 The court should encourage the defendant
to agree that if it is found liable for infringing the representative
claims, and those claims are not invalid, the finding of infringement
will be applicable to all asserted claims. The plaintiff should be
encouraged to agree that if it loses on the representative claims, it will
lose on all claims. The parties may also reach consensus about what
effect, if any, a damages award will have on the other asserted claims,
and they may consent to try their case on the basis of a few
representative models of defendant's products. The court should
allow the parties to propose the representative claims and models that
will decide the case, and it should become involved only where the
parties cannot come to an agreement. Thus, the representative claims
procedures should be characterized by minimal court involvement and
should focus on crafting an agreement where the risks are shared
equally between the plaintiff and the defendant.'1 76

F. The Representative Claims Process May Provide The Best
Means Of Presenting An Understandable Case To The Judge
And Jury

Several commentators have stressed the advantages of avoiding
the often complex and confusing process of applying patent claims to
an accused activity.17 7 Cases are often decided by conscious or

174. PATENT LAW PRIMER, supra note 5, § 5, at 21 (1998).

175. Id.

176. Id. at 21-22. See also DAVID F. HERR, ANNOTATED MANUAL FOR COMPLEX

LITIGATION § 33.23, at 653 (4th ed. 2005) ("Cases involving multiple patents, each with
multiple claims, can be a source of confusion, resulting in unduly lengthened and expanded
pretrial and trial proceedings. Consider encouraging the parties to agree to proceed on a limited
number of representative claims and disputed models, so that findings regarding infringement on
the representative claims will apply to all claims. This may simplify the action and reduce jury
confusion.").

177. See HORWITZ & HORWITZ, PATENT LITIGATION: PROCEDURE & TACTICS § 8.01[2],

at 8-6.1 to 8-7.
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unconscious substitution of a more convenient definition of the
invention for the terms in which it is expressed in the patent.'78

When the patent owner presents a simple and straightforward
position which is clear in its basic aspects to the court, it falls to
the accused infringer to undertake the chore of dealing with the
details of the claims, an activity which may subject him to the
court's conclusion that reliance is being placed upon technicalities
and hair-splitting distinctions for the purpose of overcoming a
meritorious case. The decision by the patent owner to dispense
with an elaborate analysis of the claims as a part of the
presentation of his case in chief normally will not result in the loss
of an opportunity to make a record in this area, for the accused
infringer usually challenges the showing of infringement during
the presentation of his case in opposition.

A patent owner may therefore make a strategic decision that
voluntarily limiting its case to a few, carefully selected representative
claims may be its best chance of presenting a case that is
comprehensible to both judge and jury. 180 It has also been suggested
that, since the Markman decision, trying a case on the basis of a few
representative claims is advisable, since the jury must now be
instructed on the interpretation of the claims. 181

G. A Patent Owner Has Several Strategies Available For The
Selection Of Representative Claims

A patent owner who either consents to have its case tried on the
basis of representative claims, or who is ordered by the court to select
representative claims, will be faced with a number of different
competing considerations, including validity, enforceability, and
infringement of the patents-in-suit. On the one hand, the patentee will
want to designate a few narrow claims that it is confident will

178. Id. at 8-7.
179. Id.
180. The Horwitzes also argue that, in patent litigation, there is a potential hazard of

becoming lost in the details and losing sight of the goal. Id. § 6.0112], at 6-5. It is therefore
recommended that a dominant theme be established in every case. Id. They stress that, unlike a
proceeding before the PTO, the judge and the jury are usually possessed of little background in
the technical area in dispute. Id. at 6-6. Such arguments may also weigh in favor of the patentee
agreeing to try his case on the basis of representative claims.

181. David H. Binney and Toussaint L. Myricks, Patent Claim Interpretation After
Markman- How Have The Trial Courts Adapted?, 38 IDEA 155, 185 (1997) ("Because the jury
must now be instructed as to the interpretation of the claims, it may become more desirable to
try the case based on representative claims, or with special verdict forms aimed at establishing
whether individual elements common to more than one of the claims have been satisfied.").
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withstand any challenge to validity. Conversely, the patentee will also
want to select very broad claims, so that it will be satisfied that
infringement can be proven. If a plaintiff is limited to just a few
claims, it would be well advised to select the narrowest claims
possible where it is still reasonably certain that infringement can be
proven without casting doubt upon the validity of the patents.

In addition, the patent owner selecting representative claims
should also give consideration to the breadth of the injunction and the
potential damages award that it can reasonably expect to receive if it
proves that the selected claims are infringed. The patent owner should
evaluate the impact that a final judgment on the representative claims
will likely have on the defendant's business.

In order to maximize the amount of money damages it can
collect, the plaintiff patentee will want to select broad claims that will
encompass as many of defendant's products as possible. In addition,
the patent owner should select a few claims that are not newly issued,
if it wishes to collect damages for the full six years prior to filing the
complaint for infringement as authorized by 35 U.S.C. § 286 (2000).
However, if the patent owner wants to maximize the length of
injunction going forward after a finding of infringement, it will want
to choose claims from more recently issued patents that have many
years of life remaining. Again, in order to maximize the impact of an
injunction, the patentee should select claims that are sufficiently
broad to encompass as many of defendant's products as possible.

H. The Court And The Parties Must Consider Timing In The
Selection Of Representative Claims

Another issue of concern to both parties is the point in the case
when representative claims should be designated. The patent owner
will want to select its representative claims fairly late in discovery, so
that it can accumulate as much information as possible about the
accused products or methods before designating the claims that will
be determinative of its action. If plaintiff is forced to select
representative claims too early in discovery, there is a danger that it
will make poor and uneducated choices and the claims will not be
truly representative.

The accused infringer, on the other hand, will undoubtedly argue
that it will be prejudiced if plaintiff does not have to identify
representative claims until the close of discovery. The defendant will
contend that it may incur huge costs in having its expert witnesses
evaluate infringement and validity of all asserted claims, rather than
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limiting these evaluations to a few representative claims. Similarly,
the defendant will object to conducting a prior art search that
encompasses all asserted claims, which could be extremely expensive
and time consuming.

Based on the considerations of both parties, a few guidelines can
be proposed for the timing of selecting representative claims.
Selection of representative claims should occur late in the discovery
period, but it should not necessarily be postponed until the very end
of discovery. In any event, representative claims must be identified
before either party's expert reports are due, and sufficiently in
advance of that date so that both party's experts will not be required
to perform expensive analysis of claims that will not be presented to
the jury. Identifying representative claims after the exchange of expert
reports would frustrate the purpose of simplifying the issues and
reducing the expense of the litigation. Likewise, selection of
representative claims should also predate the Markman hearing;
otherwise, the parties will be required to brief, and the court will be
required to construe, all asserted claims rather than just those
representative claims on which the case will turn.' 8 2

IV. CONCLUSION

The Board and the courts frequently rely on representative patent
claims to determine the patentability or infringement of a larger group
of claims. This practice is justified as promoting efficiency and
reducing jury confusion.

An applicant for a patent may appeal to the Board following a
twice or final rejection and may elect to argue the patentability of
rejected claims separately or as a group. However, the Board may
decide the appeal on the basis of a single claim only when the
applicant elects group treatment for multiple claims subject to the

182. Note that the Patent Local Rules of Practice for the United States District Court for
the Northern District of California, which are frequently used as a model by other district courts
as well, make no provision for the designation of representative claims. PATENT L.R. (N.D. Cal.
2001). Local Rule 3-1 requires a party claiming patent infringement to serve on all parties a
Disclosure of Asserted Claims and Preliminary Infringement Contentions, which identifies each
claim of each patent in suit that is allegedly infringed by each opposing party not later than 10
days after the Initial Case Management Conference. PATENT L.R. 3-1 (N.D. Cal. 2001). Local
Rule 3-3 requires that, not later than 45 days afterward, each party opposing a claim of patent
infringement must serve its Preliminary Invalidity Contentions, which must include the identity
of each item of prior art that allegedly anticipates each asserted claim or renders it obvious.
PATENT L.R. 3-3 (N.D. Cal. 2001). Thus, the Local Rules actually provide for the exchange of
pleadings that address all claims of all patents, instead of just the select claims that will be
representative of all claims-in-suit.

[Vol. 23
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same ground of rejection. Even if an applicant erroneously groups
together claims that were not subject to the same ground of rejection,
it is unlikely that the Board would be permitted to construe the
applicant's statement as a waiver of separate treatment.

In patent litigation, a representative claims procedure may be
utilized as a result of an accommodation between the parties intended
to narrow the issues, or the selection of representative claims may be
required by the court to prevent a protracted trial. Generally, the
parties will agree that the outcome with respect to the representative
claims will be determinative of all issues in the litigation. However,
any determination of patent validity may also have collateral estoppel
effect on other, unasserted claims, where identical issues are
presented.

A disgruntled patent owner who has been ordered by the court to
select only a few representative claims may attempt to argue that it
has been deprived of due process or the right to a jury trial; however,
the ultimate success of such arguments is questionable. Courts will
likely determine that a patentee's rights have been satisfied if it has an
opportunity to be heard on all of the underlying issues, even if it is
prevented from arguing each asserted claim separately. As a result,
patent owners should take a number of factors into consideration
when selecting representative claims, including validity and
infringement, as well as the potential damages award or injunction
that may result from the claims that are designated. By strategically
selecting a few representative claims, the patent owner may best be
able to present a straightforward position that is comprehensible to
both judge and jury.
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